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DETAILED ACTION 
Non-Final Rejection 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
mailing and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 22-34 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 22, 27 & 31 recite "wherein the one or more regions are portions of the 
game image that if overlaid would not interfere with the enjoyment and operation of the 
game". 

The term "enjoyment" is subjective, what may not interfere with one player's 
enjoyment might ruin another player's enjoyment. In other words, the claim language 
does not ensure that placement of a player tracking image will not interfere with all 
players' enjoyment. Therefore, the limitation is not enabled. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 09/558,933 Page 3 

Art Unit: 3714 

invention was made to a person liaving ordinary sl<ill in tlie art to wliicli said subject matter pertains. 
Patentability sliall not be negatived by tlie manner in wliicli tlie invention was made. 

The factual inquiries set fortli in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), tliat are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 22-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wynn et al. (US 5,971,271, hereafter: Wynn) in view of Aoshima et al. (US 

6,241,524, hereafter: Aoshima). 

Wynn discloses a gaming device in which player tracking information and game 
images are simultaneously displayed on the same display, (Figure 19 shows a player's 
image displayed simultaneously with game images on the same display). 
Wynn further discloses the following features: 
Player tracking input device, (Figure 7 shows a card reader); 
Communications interface to provide player information to a host machine, (Figure 7 
shows communication via fiber optic signal between a player tracking device and a slot 
marketing system coupled to a customer database); 
A display device, (Abstract); 

Game electronics configured to provide game images and output information, (Figure 3 
is one of many figures that shows various game electronics disclosed by Wynn); 
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Additionally, as shown in Figure 19 and discussed in Col. 8. Lines 34 — 55, player 
identification information is combined with game images. 

Figure 17 discloses that prior to sending a message stream (video, audio, image, 
or a combination thereof) to a player at a gaming machine, the machine must not be in 
use. This teaches that if a player is in the middle of game play, the message will be 
postponed, or not sent at all, so as to not interfere with the game. If a player is in the 
middle of a game, then the entire game region is important and a message stream shall 
not be sent. Conversely, if a player is not in the middle of a game, then the entire game 
region is essentially unimportant, and a message stream may be sent. 

Wynn's player tracking image shown in Figure 19 is embedded, or part of the 
overall game image. 

Wynn does not teach displaying information or an image (as in a player tracking 
image) that when overlaid on the screen does not interfere with the game image. 

In a related invention, Aoshima teaches a message window (80) that is 
transparent such that it does not interfere with the game image. Thus, Aoshima teaches 
the concept of displaying game data on the game screen without interfering with the 
actual game image. See Aoshima, Figure 9, Col. 9: Lines 65-67 & Col. 10: Lines 1-9. 
Note that player tracking data is a form of game data. 

It would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to modify Wynn such that a player tracking image could be 
displayed in a manner so as to not block out (or interfere) with the image shown on the 
game screen, as taught by Aoshima. This is considered a substitution of known 
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elements with tlie predictable results of conveying game information without interfering 
with a game display (note, these predictable results are acknowledged by Aoshima in 
the cited portions.) Although the term "enjoyment" as used in the claims & addressed in 
the section 1 1 2 rejection above is subjective, one of ordinary skill in the art would 
recognize that game images disrupting game play would irritate some players. 

Wynn discloses the usage of commercially available hardware that includes a 
video overlay card, (Please refer to the table of components in Col. 12.) A video overlay 
card is listed as one of the preferred components used in the system. A specific 
manufacturer and model number are disclosed. This emphasizes the video overlay 
card's integral role in the system. It must also be understood that individual components 
(video overlay card, player tracking card reader, video interface module, etc.,) comprise 
a larger gaming system; thus each component participates in providing the gaming 
experience. The video overlay card and display must be coupled with the game 
electronics. If they were not coupled to the game electronics, the system would not 
work. 

Claims 23-26, 28-30 and 32-34: 

Player tracking information includes player ID, (Figure 7), animated graphics, (Col. 8. 
Lines 34-55 discloses a concierge appearing with the game image to congratulate a 
player), game images include reels, (reels are inherent to slot machines), and a card 
reader, (Figure 7). 
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Response to Arguments 

Applicant's arguments filed have been fully considered but are moot in view of 
the new grounds of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OMKAR A. DEODHAR whose telephone number is 
(571)272-1647. The examiner can normally be reached on M-F: SAM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on 571-272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Corbett Coburn/ 
Primary Examiner 
AU 3714 
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